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DETAILED ACTION 

This Action is in regards to the Reply received on 12/08/2005. 



Response to Amendment 

1. This action is responsive to the application filed on 12/08/2005. Claims 1-14 are 
pending in this application. Claims 1, 4, 6, 9, 12, and 13 were amended. No new 
claims have been added. Claims 1-14 represent an "electronic mail communicating 
method, apparatus and system using facsimile communication procedure." 



Response to Arguments 

2. Applicant's arguments with respect to claims 1, 4, 6, 9, 12, and 13 have been 
carefully considered, but are not deemed fully persuasive. Applicant's arguments are 
deemed moot in view of the following existing ground of rejection as explained here 
below. Applicant's substantial amendment (i.e., a method wherein said mail information 
originates in an electronic mail format...) to the claims does not affect the scope thereof, 
and the rejection of the First Office action stays. 

The dependent claims stand rejected as articulated in the First Office Action and 
all objections not addressed in Applicant's response are herein reiterated. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Yoshida et 
al (Yoshida), Patent No. 6,801,546 B1. 

Regarding claim 1, Yoshida discloses a method for communicating electronic 
mail data from a sender to a receiver via a network (fig. 1), comprising the steps of: 

(a) recognizing a dial number of said receiver corresponding to destination 
address information attached to said electronic mail data (column 14, lines 37-65; 
column 18, lines 1-39); 

(b) converting said electronic mail data into an image form permitting facsimile 
communication, wherein said electronic mail data originates in and electronic mail 
format (column 12, lines 61-67; column 13, lines 1-31); and 

(c) initiating a call to said receiver using said recognized dial number and 
transmitting said electronic mail data converted into said image form to the receiver by 
facsimile communication procedures, wherein said image form is adapted to be restored 
into electronic mail data in the electronic mail format (column 23, lines 34-67). 
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Regarding claim 2, Yoshida discloses the method as set forth in claim 1, wherein 
the step of converting comprises the step of determining a horizontal number of pixels 
and generating data by linking the data with the horizontal number in a vertical direction 
according to a specification based on ITU-T Recommendation T-30 (column 14, lines 
28-65). 

Regarding claim 3, Yoshida discloses the method as set forth in claim 2, wherein 
the step of converting further comprises the step of generating data to be transmitted by 
using a mail body in which said electronic mail data are recognized to be a series of 
binary values, a header representing said image form, and a padding for linking the mail 
body and the header by adjusting line width of the horizontal numbers of pixels. Note 
that these features are inherent to an electronic mail and are well known in the art. 

Regarding claim 4, Yoshida discloses an electronic mail communicating method, 
comprising the steps of: 

(a) retrieving mail information stored in a server (fig. 1, item 1-3) to be transmitted 
over a switched line (fig. 1, item 1-6) from the server wherein said electronic mail data 
originates in and electronic mail format (column 8, lines 36-67); 

(b) selecting a specification of communication needed for communication over 
the switched line from a network address contained in said mail information (column 17, 
lines 8-64); and 

(c) initiating a call to said switched line using the selected specification of 
communication, and transmitting said mail information according to facsimile 
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communication procedures to a receiving apparatus connected via the switched line 
(column 23, lines 34-67). 

Regarding claim 5, Yoshida discloses the electronic mail communicating method 
as set forth in claim 4, wherein the step of retrieving comprises the step of retrieving 
said mail information with recognition that the mail information is to be transmitted from 
said network address via said switched line (column 23, lines 34-67; column 17, lines 8- 
64). 

Regarding claim 6, Yoshida discloses an electronic mail communicating method, 
comprising the steps of: 

(a) receiving data containing electronic mail information converted into an image 
form permitting facsimile communication from a sender wherein said electronic mail 
data originates in and electronic mail format (column 29, lines 20-62); 

(b) converting said received data into electronic mail information (column 23, 
lines 5-65); 

(c) analyzing a destination contained in the converted electronic mail information; 
(d) generating reply information to converted electronic mail information (column 23, 
lines 5-65); and 

(e) converting said reply information into said image form and sending the 
converted reply information to the sender (column 24, lines 8-67). 
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Regarding claim 7, Yoshida discloses the electronic mail communicating method 
as set forth in claim 6, wherein, if a terminal with a destination corresponding to said 
analyzed destination is not connected to an internal network, reply information 
representing absence of any relevant destination is generated (column 34, lines 39-65). 

Regarding claim 8, Yoshida discloses the electronic mail communicating method 
as set forth in claim 6, wherein, if received data do not contain electronic mail 
information, conventional facsimile reception operation takes place (column 34, lines 3- 
38). 

Regarding claim 9, Yoshida discloses an electronic mail transmitting apparatus 
for transmitting electronic mail data to a receiver using a switched line not through the 
Internet (fig. 1, item 1-6), comprising: 

a communication specification determination unit for determining a specification 
of communication with said receiver for communication over said switched line based 
on destination address information for an external network assigned to the electronic 
mail data (column 23, lines 34-67); 

a conversion unit for converting electronic mail data to be transmitted into a data 
form for communication over said switched line wherein said electronic mail data 
originates in and electronic mail format (fig. 3, item 3-10, column 17, 32-51; column 12, 
lines 61-67; column 13, lines 1-31); and 

a transmission unit for transmitting said electronic mail data converted into said 
data form by said converting unit, to said receiver in accordance with said specification 
of communication determined by said communication specification determination unit, 
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using said switched line, wherein said image form is adapted to be restored into 
electronic mail data in the electronic mail format (column 17, lines 8-64; column 18, 
lines 10-64). 

Regarding claim 10, Yoshida discloses the electronic mail transmitting apparatus 
as set forth in claim 9, wherein said communication specification determination unit 
stores in advance correspondence information among destination address information 
for a network assigned to electronic mail data, a dial number of said receiver and a 
communication procedure based on ITU-T Recommendation T-30, and determines the 
specification of communication based on the stored correspondence information 
(column 14, lines 28-65). 

Regarding claim 11, Yoshida discloses the electronic mail transmitting apparatus 
as set forth in claim 9, wherein said conversion unit recognizes data contained in said 
electronic mail data as a series of binary values, and converts the data form by 
adjusting line widths. Note that these features are inherent to an electronic mail and are 
well known in the art. 

Regarding claim 12, Yoshida discloses an electronic mail transmitting apparatus, 
comprising: 

a mail retrieving unit for retrieving from a server mail information to be 
transmitted over a switched line wherein said electronic mail data originates in and 
electronic mail format (column 8, lines 36-67); 

a communication specification determination unit for determining a specification 
of communication for communication over the switched line based on a network 
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address contained in said mail information retrieved by said mail retrieving unit (column 
17, lines 8-64); and 

a transmission unit for initiating a call on said switched line using said 
specification of communication determined by said communication specification 
determination unit and transmitting said mail information to a receiving apparatus 
connected via the switched line by facsimile communication (column 23, lines 34-67). 

Regarding claim 13, Yoshida discloses a mail receiving apparatus for receiving 
electronic mail data originating in an electronic mail format that has been converted into 
a form permitting facsimile communication from a sender via a switched line, 
comprising: 

a receiving unit for receiving data from said sender via said switched line by 
facsimile communication (column 29, lines 20-62); 

a restoring unit for restoring said data received by said receiving unit into 
electronic mail data (column 23, lines 5-65); and 

a transferring unit for transferring said electronic mail data restored by said 
restoring unit to a server connected to an internal network(column 17, lines 8-64; 
column 18, lines 10-64). 

Regarding claim 14, Yoshida discloses the electronic mail receiving apparatus, 
as set forth in claim 13, further comprising: 

a destination recognition unit for recognizing a destination of the electronic mail 
data based on said electronic mail data restored by said restoring unit (column 14, lines 
37-65; column 18, lines 1-39; column 23, lines 5-65); and 
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a notification unit for notifying the sender if the destination recognized by said 
destination recognition unit is not in said internal network (column 34, lines 39-65). 

Regarding claim 15, Yoshida discloses an electronic mail communication 
system, comprising: 

an Internet-connected transmission mail server; a transmission client connected 
to the transmission mail server to instruct transmission of electronic mail, and a 
transmission agent connected to a switched line to function as a client to the 
transmission mail server (fig. 1, items 1-3, 1-5; column 8, lines 36-67), 

wherein said transmission client outputs, to said transmission mail server, 
electronic mail data that includes a description of a destination of said transmission 
agent and a description of a final mail destination (column 14, lines 37-65; column 18, 
lines 1-39); and 

wherein said transmission agent retrieves electronic mail data in which the 
destination of the transmission agent is described by said transmission client from said 
transmission mail server and transmits the electronic mail data using facsimile 
communication procedures using the switched line (column 23, lines 34-67; column 17, 
lines 8-64; ). 

Regarding claim 16, Yoshida discloses an electronic mail communication system 
for transmitting and receiving electronic mail information between an internal network on 
a sender side and an internal network on a receiver side (column 14, lines 37-65; 
column 18, lines 1-39), wherein 



Application/Control Number: 1 0/021 ,787 Page 1 0 

Art Unit: 2143 

the internal network on the sender side comprises a transmission mail server, a 
transmission client for generating electronic mail information, and a transmission agent 
which is a client having a function for transmitting the electronic mail information via a 
switched line (column 23, lines 34-67; column 17, lines 8-64; fig. 1, items 1-3, 1-5, 1-6); 

the internal network on the receiver side comprises a reception mail server, a 
reception client which is a final destination of the electronic mail information, and a 
reception agent which is a client having a function for receiving the electronic mail 
information via a switched line (fig. 1, items 1-9, 1-10, 1-6); 

said transmission agent transmits an electronic mail message whose final 
destination is said reception client designated by said transmission client to said 
reception agent via said switched line (column 23, lines 34-67; column 17, lines 8-64); 

said reception agent transfers said electronic mail received via said switched line 
to said reception mail server (column 14, lines 37-65; column 18, lines 1-39). 



Application/Control Number: 10/021,787 Page 11 

Art Unit: 2143 

Response to Arguments 

5. Applicant's Request for Reconsideration filed on 12/08/2005, has been carefully 
considered but is not deemed fully persuasive. However, because there exists the 
likelihood of future presentation of this argument, the Examiner thinks that it is prudent 
to address Applicants' main points of contention. 

A. Applicants submit that Yoshida fails to teach that electronic mail data 
originates in an electronic mail format. Instead, the invention in Yoshida receives 
a fax from a fax machine, relays the received fax to another fax machine via 
electronic mail, and faxes the fax to a third fax machine. Col. 3, lines 3-32. To 
this extent, the communication in Yoshida originates as a fax and not in an 
electronic mail format. In contrast, the present invention includes ..." wherein 
said electronic mail data originates in an electronic mail format." Claim 1. As 
such, the electronic mail data of the claimed invention does not originate as a fax 
as does the communication in Yoshida, but rather originates in an electronic mail 
format. Thus the electronic mail data as included in the claimed invention is not 
taught bythe communication of Yoshida, and Applicants respectfully request that 
the Office withdraw its rejection. 

B. Applicant contends that with further respect to independent claims 1 and 9, 
Applicants respectfully submit that Yoshida also fails to teach that "said image 
form is adapted to be restored into electronic mail data in the electronic mail 
format" and similarly claimed in claim 13 as "a restoring unit for 

restoring said data received by said receiving unit into electronic mail data." 
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As stated above, Yoshida receives a communication via fax, relays the 
communication via electronic mail to a second fax machine, and faxes the 
relayed communication to a third fax machine. This is in contrast to the claimed 
invention in which electronic mail data originating in an electronic mail format is 
converted to an image form permitting facsimile communication, and transmitted 
by facsimile in a format that allows restoration into electronic mail data in an 
electronic mail format. Accordingly, Applicants request that the rejection be 
withdrawn. 

6. As to "Point A" the examiner does not agree with the characterization of the 
"origin of the electronic mails as being in electronic format" as stated by the 
applicants. Applicants admit that the invention in Yoshida receives a fax from a 
fax machine, relays the received fax to another fax machine via electronic mail, 
and faxes the fax to a third fax machine and ...(Col. 3, lines 3-32) To this extent, 
the communication in Yoshida does not necessarily originate as a fax. Insteand, 
the Examiner broadly interprets the origination at the electronic mail relay and at 
this point the communication is in an electronic mail format. In a relay system a 
point of origination is relative to which segment of the relay is being examine. By 
this rationale, rejection of the claims are sustained. 
As to "Point B", Yoshida in column 18, lines 10-32 discloses 
The electronic mail relay transmission mode means a mode in which the first f&tav 
station sends data to the destination in the electronic mail data format ■ The facsimile 



transmission mode means a mode in which the first relay station sends data to the destination 
in the facsimile data format 
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The first relay station receives a facsimile via the ISDN or the PSTN, and sends an 
electronic mail via a private fine or the internet in such away that the electronic mat} facsimile 
machine 1-18 of the head office destination performs. The second relay station receives an 
electronic mail via a private line or the Internet, and sends a facsimile via the ISDN orWe" 
PSTN in such a way that the electronic mail facsimile machine 1-52 of the Paris branch office 
performs. Each of the first and the second relay stations must be an electronic mail facsimile 
rMchiiiel 

The first relay station assigns trie first relay station data 5-5. decides the second 
relay station according to the destination data 5-3. converts the facsimile data into thi 
file format that can be sent by electronic mail, and sends the data. The telephone 
number indicated by the first relay station data 5-5 is used as a destination. By this 
rationale, the rejection of the claimed invention is sustained. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571 ) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 
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